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PeriopTor Reply 

■ H Shortened statutory period for reply is set to expire 3 month(S) from 

' vN©E MAILING DATE OF THIS COMMUNICATION. 

,f;: f ,,^Ej<tensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
'. ^'■■^Eafter SIX (6) MONTHS from the mailing date of this communication. 

*'S2*BRlfie period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 




; :f ^earned patent term adjustment. See 37 CFR 1.704(b). 

Status/: 

• : ;1:)GI1 Responsive to communication(s) filed on . 

■ Ma'jp This action is FINAL. 2b)g] This action is non-final. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
;^ ; }£&5r closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

' If"*; Slfr 

Disposition of Claims 

;% '4)B Claim(s) 14-23 is/are pending in the application. 

'; pl| |:f 4a) Of the above claim(s) is/are withdrawn from consideration. 

• 1 ;!5)Ep Claim(s) is/are allowed. 

• ■ Claim(s) 14-23 is/are rejected. 

? f j^J claim (s) is/a re o bj e cted to . 

■ "'8)|3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

? : \:,i-9)03 The specification is objected to by the Examiner. 

' ^ Tne drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

i The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

.. ! -.t-'^ If approved, corrected drawings are required in reply to this Office action. 
; V? 4£)H The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

\ ;i:3 ; )£l Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

• ' '5|#)DAII Some*c)D None of: 

:../fr|fi£ 1 .□ Certified copies of the priority documents have been received. 

■ Cert ifi ed copies of the priority documents have been received in Application No. . 

: j'kfll? 3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
' ^g§ See the attached detailed Office action for a list of the certified copies not received. 

\)^)JS; Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

r l ; ' a ) n The translation of the foreign language provisional application has been received. 
' r 1-5)E] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 

ij) Q-ijbtice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No{s). . 



2)-0$ptice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

•3}j2jtnformation Disclosure Statement(s) (PTO-1 449) Paper Nofs) . 6) □ Other: 



U.S, P«jtent arid Trademark Office 

P 10-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 4 



• ; ^|^pplication/Control Number: 09/688,077 Page 2 

: lr^Art Unit: 1744 

■ v i -iil DETAILED ACTION 

■ ' '* : ,|SfS!;1. This application is objected to under 37 CFR 1.172(a) as lacking the written 
'- , ' ,<V - : >|l^ onsent of al! assi 9 nees owning an undivided interest in the patent. The consent of the 
$ 4fi|ssignee must be in compliance with 37 CFR 1.172. See MPEP § 1410.01. 

A P r °P er assent of the assignee in compliance with 37 CFR 1.172 and 3.73 is 



If Vt jfequired in reply to this Office action. 

^A t2. This application is objected to under 37 CFR 1.172(a) as the assignee has not 



v Established its ownership interest in the patent for which reissue is being requested. An 
■ ^&#assignee must establish its ownership interest in order to support the consent to a 

^reissue application required by 37 CFR 1.172(a). The assignee's ownership interest is 
■'■ ' ;$yt ^established by: 

/ ' ' : * ^ filins in the reissue a PP ,ica ti° n evidence of a chain of title from the original 

• • "l^l^jpwner to the assignee, or 

' • ' fffij'i ( b ) specifying in the record of the reissue application where such evidence is 
. I. P) Recorded in the Office (e.g., reel and frame number, etc.). 

t ' 5:;r f * ! , ; ' The submission with respect to (a) and (b) to establish ownership must be signed 

>. -ftfeby a party authorized to act on behalf of the assignee. See MPEP § 1410.01. 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be 



•! .;f4;.|!submitted in reply to this Office action. 



■111. 
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|]|:3. Claims 14-23 are rejected under 35 U.S.C. 251 as being an improper recapture 

. ■ &W 

' - U of broadened claimed subject matter surrendered in the application for the patent upon 
'■■ .-&r^ -which the present reissue is based. See Hester industries, inc. v. Stein, Inc., 142 F.3d 
Y '^pSl472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 

I ■ ' 'At ^ 

^.^161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 



" • . ^p289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue which was not 

' : -SflfP resen1: in the a PP |ication for patent. 

*j , Y||ff|i?' 

] : ;itt1f The record of the application for the patent shows that the broadening aspect (in the 
Y ' ^;{'treissue) relates to subject matter that applicant previously surrendered during the 

| ^prosecution of the application. Accordingly, the narrow scope of the claims in the patent 
f UiWas not an error within the meaning of 35 U.S.C. 251 , and the broader scope 
Y, ! ^surrendered in the application for the patent cannot be recaptured by the filing of the 
} ;i1 November 20, 2001 present reissue application. 

■'■ ■ ;r \ '• r '' 

Claim 14 is of a significantly broader scope than claim 1 of the surrendered 

Y 

f ^ Y-patent 5,563,067. A comparison of part (A) of claim 14 in the instant application to claim 
Yl of the surrendered patent shows that several structural limitations in claim 1 are not 

. • :|'l,; s i:- 

■r : fti ^'specified in claim 14. Fewer structural limitations in claim 14 constitute a broader scope 
: -^over claim 1. 

'$■1 jiU. The specification is objected to for lack of reference to the co-pending parent 
• Y- ; ,' application. The first line of the specification must be amended to, "Application 

• Y ^09/688,077, filed October 13, 2000 and co-pending Application 09/169,188, filed 

,' •:;*)• \(t 

,. , %i [(October 8, 1988, are each reissues of U.S. Patent No. 5,563,067 (Application No. 
• 'ill 11:08/464,116), filed June 5, 1995." 

■ 



Application/Control Number: 09/688,077 Page 4 

\Art Unit: 1744 



i5: Claim Rejections - 35 USC § 102 

,.<£.ir>-,- 



^jp. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 



' i^flform the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
v,. ; ' ; ... use or on sale in this country, more than one year prior to the date of application for patent in the United 

]' ■ States. 

>ii>6. Claims 14 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
fflffep 0 585 933 A2. 

The reference discloses a system comprising a planar electrode which enables 



; :easy multi-point simultaneous stimulation and meaurement of nerve cells as well as 
■j%Bsignal transmission and observation throughout many cells. See the abstract and 



'^j' fifigures 2. 



. |!|.V7. Claims 14-23 are rejected under 35 U.S.C. 102(b) as being anticipated by Novak 



•:-;h:et al. in the Journal of Neuroscience Methods, 23 (1988). 



ilflv The Novak et ai. reference discloses a 32 element microeiectrode array for 



[ stimulation of hippocampel cells and recprding of the response. Figure 1 shows the 



substrate with electrodes with correspoding pathways. Figure 5 shows the 
,J||||i"display of ceil response to electrode stimulation. 

if li: 

';$p{jS. Any inquiry concerning this communication or earlier communications from the 
#Hexaminer should be directed to David A Redding whose telephone number is 703-308- 



,Vf3910. The examiner can normally be reached on 8:00-4:30. 
'■>■ :\ ;f" If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
>{ ^supervisor, Robert Warden can be reached on 703-308-2920. 
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\f$fcThe fax phone numbers for the organization where this application or proceeding is 
; -! p:. assigned are 703-305-7718 for regular communications and 703-305-7719 for After 

••f'.^Final communications. 



y Mi§ Any inquiry of a general nature or relating to the status of this application or 
^pfeproceeding should be directed to the receptionist whose telephone number is 703-308- 

-•:4#:o66i . 

m 

• ■^Vlp.A.R. 
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